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DETAILED ACTION 

Claim Objections 

1 . Claims 10, 13, and 14 are objected to because of the following informalities: The way 
the claims are written (specifically 'so as to store a sheet in synchronism with display control 
of said display control means') appears to imply that the sheet is being stored in the storage 
unit at the same time as the user is viewing the operation mode screen. This is not possible 
because the sheet storage unit could not be storing a sheet before the job has been finished being 
set. The display control means is used to show the user windows corresponding to the operation 
modes in order for the user to select options and features for these modes. Therefore, the user 
has not entered the job for printing/copying/faxing yet at the time of displaying the option 
windows and the sheet unit could not store a sheet for a job that has not been entered yet. 

For the prior art rejections, the limitation 'so as to store a sheet in synchronism with 
display control of said display control means 1 is being interpreted as a sheet is stored 
corresponding with the mode the user has selected on the display control means. 

Appropriate correction is required. 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
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international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1 (2) of such treaty in the English language. 

2. Claims 8 -14 are rejected under 35 U.S.C. 102(b) as being anticipated by Kida et al. (US 
5852764) hereafter as Kida. 

Regarding claim 8 . Kida teaches an image forming apparatus (Fig. 2) which can be 
connected to a sheet processing apparatus (5) having a plurality of sheet storage units (Fig. 
1 trays 53, 59, see also col. 30 line 36), 

and has a plurality of operation modes including at least two modes from among a 
copy mode an image communication mode, and a printer mode (col. 18 lines 54-56), 

wherein said image forming apparatus can discharge a sheet of an image formation 
job to a sheet storage unit corresponding to an operation mode of the image formation job a 
from among the plurality of sheet storage units (col. 18 lines 65-67, see also Fig. 8), said 
apparatus comprising: 

operation mode shifting means (Fig. 4 CPU 44 controls the overall operation of the 
system, including the shifting between modes) for automatically shifting an operation mode 
of a final image formation job to a specific operation mode from among the plurality of 
operation modes (col. 37 lines 53-67 teach inputting jobs from an external device, such as 
printing jobs or fax jobs, these jobs are in their final state ready to be formed, and thus are just 
waiting for output and are performed before a new job can be input from the user console 6 [cols. 
12 and 13 in the discussion of the user interface and inputting jobs], further, as shown in Fig. 18, 
the system automatically shifts to a certain output mode based on the settings of the job that is to 
be completed) before a new job is input (the final image formation jobs stored in memory are 
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performed before a new job can be input from the user console 6 because they have been 
waiting) ; and 

control means for controlling (Fig. 4, sorter control unit 46 controls the sheet output) 
the sheet processing apparatus so as to store a sheet in a sheet storage unit corresponding 
to the specific operation mode (col. 19 lines 25-35 teach that the sheet is stored in the output 
tray according to the operation mode) , in response to the shift of the operation mode by said 
operation mode shifting means before the new job is input (the tray in use shifts according to 
the operation mode as assigned in the display shown in Fig. 8). 

Regarding claim 9 , which depends from claim 8, Kida teaches display control means 
capable of displaying display windows corresponding to the operation modes on a display 
device independently for the respective operation modes (touch panel liquid crystal display 6 
shown in Figs. 5 and 8 inherently must show windows corresponding to the modes in order for 
the user to select mode options for each), 

wherein when said operation mode shifting means shifts the operation mode, 
display control is performed to display a display window corresponding to the specific 
operation mode on the display device in synchronism with the control of the sheet 
processing apparatus (since the shifting means shifts the mode in claim 8, it is inherent that the 
display would shift as well because the device itself is shifting modes, not just the sheet 
apparatus). 

Regarding claim 11 . the structural elements of apparatus claim 8 performs all of the steps 
of method claim 1 1 . Claim 1 1 is therefore rejected for the reasons stated in the rejected claim 8. 
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Regarding claim 12 , the operation of the program storage medium of claim 12 performs 
the steps of method claim 1 1 within a computer readable medium. Therefore, claim 12 is.rejected 
for the reasons stated in the rejection of method claim 1 1 . Kida further teaches the use of a CPU 
44 capable of performing the method steps as claimed in claim 12 as well as hard disk 43 to store 
the necessary program data and steps. 

Regarding claim 10 . Kida teaches an image forming apparatus (Fig. 2) which 
can be connected to a sheet processing apparatus (5) having a plurality of sheet storage 
units (Fig. 1 trays 53, 59, see also col. 30 line 36), 

and has a plurality of operation modes including at least two modes from among a 
copy mode, an image communication mode, and a printer mode (col. 18 lines 54-56), 

wherein any one of the plurality of operation modes can be assigned to each of the 
plurality of sheet storage units (Fig. 24, col. 1 1 line 58, wherein, user selects which unit 52 to 
use with a selected mode), said apparatus comprising: 

display control means for displaying display windows corresponding to the 
operation modes on a display device independently for the respective operation modes (the 
display window 6 inherently displays information corresponding to the selected operation mode 
in order to provide the user unique options and settings for each; for example, the fax mode has 
dialing options that would only be displayed for the fax mode) ; and 

control means for, when a display window corresponding to any one of the plurality 
of operation modes is to be displayed on the display device, controlling a sheet storage unit 
corresponding to the operation mode of the window to be displayed, so as to store a sheet in 
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synchronism with display control of said display control means (Kida teaches that the sheet is 
stored in a sheet storage unit corresponding with the mode selected [Fig. 8], thus if a user has 
selected a mode and has viewed the options and selected the options for a job, the storage sheet 
unit correspondingly must shift to the tray associated with mode of which the user has selected). 

Regarding claim 13 , the structural elements of apparatus claim 10 performs all of the 
steps of method claim 13. Claim 13 is therefore rejected for the reasons stated in the rejected 
claim 10. 

Regarding claim 14 . the operation of the program storage medium of claim 14 performs 
the steps of method claim 13 within a computer readable medium. Therefore, claim 14 is rejected 
for the reasons stated in the rejection of method claim 13. Kida further teaches the use of a CPU 
44 capable of performing the method steps as claimed in claim 13 as well as hard disk 43 to store 
the necessary program data and steps. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
mariner in which the invention was made. 

3. Claims 1, and 3 - 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kida 
in view of Kawamura et al. (US 5587799) hereafter as Kawamura. 
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Regarding claim 1 . Kida teaches an image forming apparatus (Fig. 2) which can be 
connected to a sheet processing apparatus (5) having a plurality of sheet storage units (Fig. 
1 trays 53, 59, see also col. 30 line 36), 

and has a plurality of operation modes including at least two modes from among a 
copy mode, an image communication mode, and a printer mode (col. 18 lines 54-56, Fig. 8), 
said apparatus comprising: 

control means for (Fig. 4, sorter control unit 46 controls the sheet output) , in response 
to shifting to a predetermined operation mode, controlling the sheet processing apparatus 
so as to store a sheet in a sheet storage unit corresponding to the predetermined operation 
mode from among the plurality of sheet storage units (Fig. 8, col. 19 lines 25-35 teach that 
the sheet is stored in the output tray according to the operation mode). 

While Kida teaches an image forming apparatus with operation modes and an initial state 
(col. 38 line 53), Kida does not specifically teach a determining of a no-operation state for a 
predetermined time or shifting the operation mode based on the determining result. 

Kawamura teaches an image forming apparatus with operation modes determination 
means for determining whether a no-operation state by an operator continues for a 
predetermined time (col. 6 lines 4-5 and 12-13 teaches the determining the if a predetermined 
time has elapsed since the last user 'key' operation); and 

auto-clear operation means for automatically shifting to a predetermined operation 
mode from among of the plurality of operation modes on the basis of a determination result 
of said determination means (Kawamura teaches reverting 'nullified' to a default device mode 
when the device is not operated for a predetermined time; col. 6 lines 1-14). 



Application/Control Number: 09/76 1 ,703 Page 8 

Art Unit: 2624 

Kida and Kawamura are combinable because they both teach image forming apparatuses 
with operation modes, user operation areas, sheet storage units, and photocopy units. 

It would have been obvious to one of ordinary skill in the art to shift modes based on the 
no-operation time determining unit of Kawamura in the mode-shifting device of Kida. The 
motivation for doing so would have been to automatically place the device in a 'default' or 
'normal' mode if there has not been activity for a while, saving the next user time and effort if 
they (predictably) would want to use the 'normal' mode. This would be advantageous in the 
system of Kida because Kida teaches that the 'normal' mode of the taught invention is for 
copying (col. 1 line 14, wherein the normal mode is copying). One can conclude that this 
'normal' mode is the mode most used and therefore for it is most likely that a user will use this 
mode. Further, remote devices generally input fax and print jobs, so at the local machine, the 
copy function can be assumed as the most used by an operator of the operation means. Adding 
the determining unit of Kawamura would place the invention of Kida in the 'normal' mode after 
a certain no-operation time, and thus save the next user time and effort if they (predictably) 
would want to use the chosen 'normal' mode. 

Regarding claim 3 . which depends from claim 1, Kida teaches a user interface 
including a display device commonly used in the respective modes (touch panel liquid crystal 
display 6 shown in Figs. 5 and 8 inherently must show windows corresponding to the modes in 
order for the user to select mode options for each), 

wherein when said auto-clear operation means shifts to the predetermined 
operation mode, display control is performed to display a display window corresponding to 
the operation mode on the display device in synchronism with the control of the sheet 
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processing apparatus (since the shifting means shifts the mode in claim 1, it is inherent that the 
display would shift as well because the device itself is shifting modes, not just the sheet 
apparatus). 

Regarding claim 4 . which depends from claim 1, the combination further teaches setting 
means for selecting a mode to be shifted to by said auto-clear operation (in order to have a 
predetermined mode to automatically shift to in claim 1, the mode to be shifted to must have 
been selected). 

Regarding claim 5 . which depends from claim 1, Kida further teaches a system further 
comprising s setting means for performing setting of assigning any one of the plurality of 
operation modes to each of the plurality of sheet storage units (Fig. 8). 

Regarding claim 6 , the structural elements of apparatus claim 1 perform all of the steps of 
method claim 6. Claim 6 is therefore rejected for the reasons stated in the rejected claim 1 . 

Regarding claim 7 , the operation of the program storage medium of claim 7 performs the 
steps of method claim 6 within a computer readable medium. Therefore, claim 7 is rejected for 
the reasons stated in the rejection of method claim 6. Kida further teaches the use of a CPU 44 
capable of performing the method steps as claimed in claim 6 as well as hard disk 43 to store the 
necessary program data and steps. 

Response to Arguments 
4. Applicant's arguments with respect to amendment filed 12/23/04 have been fully 
considered but they are not persuasive. 
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With regards to applicant's argument on page 15 that Kawamura et ah fails to disclose 
or suggest switching among operation modes such as a copy mode, image communication 
mode, or a printer mode. 

In reply, since Kida teaches switching between modes such as a copy, image 
communication, and fax modes (Fig. 8), Kawamura is relied upon to as teaching the 
automatically switching between modes of a printer (col. 6 lines 1-14). Thus, the combination 
itself teaches automatically switching between modes such as copy, image communication and 
fax. Further in response to applicant's arguments against the references individually, one cannot 
show nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

With regards to applicant's argument on page 16 that Kida et al. cannot disclose or 
suggest that when a display window corresponding to any one of a plurality of operation 
modes is to be displayed on a display device, a sheet storage unit, corresponding to the 
operation mode of the window to be displayed, is controlled to store a sheet. 

In reply, this is new matter in the form of 'storing a sheet in synchronism with display 
control of display means' wherein a sheet is stored while the user is still viewing the operation 
mode setting for the job and this new matter is not possible because the sheet storage unit could 
not be storing a sheet before the job has been finished being set. The display control means is 
used to show the user windows corresponding to the operation modes in order for the user to 
select options and features for these modes. Therefore, the user has not entered the job for 
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printing/copying/faxing yet at the time of displaying the option windows and the sheet unit could 
not store a sheet for a job that has not been entered yet. 

With regards to arguments directed at Kida et al. (US 5957450). 

In reply, these arguments have been considered but are moot in view of the new grounds 
of rejection. 

Conclusion 

5. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1. 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lucas Divine whose telephone number is 571-272-7432. The 
examiner can normally be reached on Monday - Friday, 7:30am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Moore can be reached on 571-272-7437. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Lucas Divine 
Examiner 
Art Unit 2624 
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